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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 1-10, 12-21, 23-37 are rejected under 35 

U.S.C. 103(a) as unpatentable over Harada et al . US 5,853,867 in 
view of Gander US 3,951,893. 

Regarding claims 1, 14, 25, Harada x 867 discloses an 
absorbent comprising cationic absorbent polymer and anionic 
absorbent polymer fixed to a substrate through a binder, which 
is crosslinked during or after polymerization (column 3, lines 
45-48; column 5, lines 1-10; column 8, line 54 to column 9, line 
16) . An absorbent capacity of 5 g/g is also disclosed. The 
claimed binder species are disclosed (columns 4-5 and 8) and 
disclosed temperature is less than 12 0 degrees (Examples) , which 
would have obviously, to one of ordinary skill, suggested the 
process-of -making limitation of "spontaneous" crosslinking 
because the same advantage of low temperature is achieved 
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(instant specification, page 11, lines 21-25) and would thus the 
ordinary artisan would have reasonably expected to favorably 
achieve the same composition features as instantly claimed. 

Harada fails to disclose anhydrous salts or capillary 
desiccants . 

It is considered that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
use a capillary desiccant in the absorbent of Harada because 
Harada discloses starches (see column 8, lines 27-31) and 
acetate (see column 4, lines 38-40), which would obviously, to 
one of ordinary skill, suggest an anhydrous salt or a capillary 
desiccant (see also instant specification, pages 18-19) . 

Harada fails to disclose alkoxysilane functionality. 

Gander discloses polymeric composition comprising a silane 
crossl inked interpolymer of alkyl acrylate (first monomer) and 
other unsaturated monomers (second monomer) the instant range. 
Suitable silane acrylate crosslinking monomers include the 
alkoxysilane expressed in the present claims. The crosslinking 
occurs at drying temperature. The reference teaches the 
incorporation of a second monomer, which may be alkaline, acid 
labile, thus encompass the limitations expressed in claims (col. 
lines 16-38) . 
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It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to use the alkoxysilane 
of Gander in the absorbent desiccant of Harada because Gander 
discloses the alkoxysilane for use in an absorbent to absorb 
bodily fluids (see composite compositions section) , which is 
conviently disposable (see summary) . 

Regarding claims 2-3 and 5, 12-13, 15-21, 23-24, Harada 
discloses above 30% by weight of polymer (see column 7, lines 
50-55) , which would at least suggest an optimum ratio of polymer 
to desiccant or mole percent. 

Regarding claims 4, 7, 9-10, and 31-37 the claimed binder 
and polymer species are disclosed (columns 4-5 and 8) and the 
disclosed temperature is less than 120 degrees (Examples) . 
Gander further discloses cellulosic paper (see column 7, lines 
58-60) and maleic anhydride (claim 1) , which would obviously, to 
one of ordinary skill, suggest anhydrous salt or capillary 
desiccant . 

Regarding claims 6 and 8, Harada discloses cationic and 
anionic absorbent polymer (see column 7, lines 43-45) . 

Regarding claims 26-3 0, Harada discloses various intended 
uses (see columns 1-2) . 
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Response to Arguments 

3. Applicant's arguments filed 3/20/06 have been fully 
considered but they are not persuasive. 

It is argued that Harada et al . does not disclose... to a 
substrate. This is not persuasive because the claimed binder 
species are disclosed (columns 4-5 and 8) and disclosed 
temperature is less than 120 degrees (Examples) , which would 
have obviously, to one of ordinary skill, suggested the process- 
of -making limitation of "spontaneous" crosslinking because the 
same advantage of low temperature is achieved (instant 
specification, page 11, lines 21-25) and would thus the ordinary 
artisan would have reasonably expected to favorably achieve the 
same composition features as instantly claimed. The fact that 
applicant has recognized another advantage which would flow 
naturally from following the suggestion of the prior art cannot 
be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. 
Pat. App. & Inter. 1985). 

It is argued that furthermore, neither the cat ionic 
absorbent... by Applicant's claims. This is not persuasive because 
Harada is not relied upon for the disclosure of alkoxysilane 
functionality, since Gander discloses polymeric composition 
comprising a silane crosslinked interpolymer of alkyl acrylate 
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(first monomer) , other unsaturated monomers (second monomer) the 
instant range and suitable silane acrylate crosslinking monomers 
include the alkoxysilane expressed in the present claims. One 
cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

It is argued that furthermore, there is no evidence that 
either absorbent... Claims 1, 14, and 25. This is not persuasive 
because it would have been within the purview of an ordinary 
artisan to perform the disclosed crosslinking either before or 
after application to the disclosed substrate, and also because 
Applicant claims a crosslinked composition, while merely arguing 
that the process of making thereof is different. However, the 
fact that applicant has recognized another advantage which would 
flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. 
Pat. App. Sc Inter. 1985). 

It is argued that furthermore, Harada et al . does not 
disclose... by Claims 1, 14, and 25. This is not persuasive 
because Applicant appears to admit that acetate fibers and 
starches are disclosed, arguing only that they are not dispersed 
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within the binder. However, Harada discloses the fibers and 
starch as supporting member, which would obviously, to one of 
ordinary skill, be dispersed "within" , rather than separately 
from, so as to perform the disclosed supporting. Applicant's two 
distinct components are disclosed, since both a binder component 
and a supporting fiber or starch component are disclosed. 

It is argued that Gander is cited as disclosed a silane... 
alkoxysilane functionality. This is not persuasive because 
Applicant appears to admit that the aloxysilane functionality is 
disclosed, arguing only that it is "used" to make a "water 
barrier" rather than Applicant's utility. However, a recitation 
of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

It is argued that while the disclosed barrier films are 
used... Col. 9 line 19. This is not persuasive because Applicant 
appears to admit that "absorbent layers such as paper is 
disclosed" . The examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior 
art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the 
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references themselves or in the knowledge generally available to 
one of ordinary skill in the art. See In re Fine, 83 7 F.2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988), and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). Thus, in this case, it would 
have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the alkoxysilane of Gander in 
the absorbent desiccant of Harada because Gander discloses the 
alkoxysilane for use in an absorbent to absorb bodily fluids 
(see composite compositions section) , which is conviently 
disposable (see summary) . 

It is argued that furthermore, Gander (like Harada et al . ) ... 
spontaneous crosslinking . This is not persuasive because the 
claimed binder species are disclosed (columns 4-5 and 8) and 
disclosed temperature is less than 120 degrees (Examples) , which 
would have obviously, to one of ordinary skill, suggested the 
process-of -making limitation of "spontaneous" crosslinking 
because the same advantage of low temperature is achieved 
(instant specification, page 11, lines 21-25) and would thus the 
ordinary artisan would have reasonably expected to favorably 
achieve the same composition features as instantly claimed. The 
fact that applicant has recognized another advantage which would 
flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would 



^ 9 

Application/Control Number: 10/622,752 Page 9 

Art Unit: 1754 

otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. 
Pat. App. Sc Inter. 1985). 

It is argued that furthermore, the polymer composition... 
(Col. 1 lines 42-46). This is not persuasive because both 
references discloses aqueous solutions and water and also 
because one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986) . 

It is argued that finally the polymer of Gander... by 
Applicant's claims. This is not persuasive because Applicant 
again relies on a process of making recitation while claiming a 
composition and, in any case, Harada discloses aqueous solution 
at the claimed temperatures and drying the resultant polymer, 
which would remove water. 

Conclusion 

4. Applicants amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 3 7 
CFR 1.136(a) . 
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A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 
5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 571-272-1352. The examiner can 
normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley S. Silverman 
can be reached on 571-272-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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Primary Examiner 
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